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DETAILED ACTION 

Election/Restrictions 

1 . As for amended claims 1 8 and 1 9 filed on 8/29/2008, under PCT Rule 1 3.2, 
although claims 1-11 and claims18-19 share the special technical feature, this special 
technical feature (i.e. an apparatus for separating particles by charging particle) does 
not define a contribution over the prior art, such as U.S. 6,723,938. Therefore the 
restriction is appropriate. Amended claims 18 and 19 will be further withdrawn from 
consideration under PCT Rule 13.2. Claims 1-11 will be examined on the merits. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 2, 4, 5, 7, 9, and 11 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yan et al (U.S. 6,797,908). 

4. Regarding claim 1 , Yan et al disclose an electrostatic classifier and separator. 
The device comprises: (1) a housing 17 (i.e. chamber) including opening 20 (i.e. inlet) 
for receiving particulates materials 16 (Figure 1; col. 7, line 63-65) and gap 25 (i.e. 
outlet) for directing particulate materials into containers 27 (Figure 1; col. 7, line 47-50); 
and (2) a first drum separator section 14 having a rotary body 55 for separating and 
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charging particles (Figure 3B; col. 10, line 5-10). Yan also teaches that particulate 
materials are directed onto the outer drum surface 54 of the rotary body 55 (col. 10, line 
3-6). It is inherent that the outer surface of rotary body 55 is non-permeable to 
particulate materials 16. The reference teaches every structural element as cited in the 
instant claim. 

5. Regarding claim 2, the rotary body 55 has a cylindrical-shaped body (col. 10, line 
6-7), reads on the instant claim. 

6. Regarding claim 4, as shown in Figure 1 , the open 20 is located on the top of the 
housing 17 while the gap 25 is on the bottom of the housing 17, reads on the instant 
claim. 

7. Regarding claim 5, a splitter 18 is provided downstream of the rotary body 55 to 
collect separated fractions 75 and 76 (Figure 3A; col. 12, line 34-35), reads on the 
instant claim. 

8. Regarding claim 7, the reference teaches that conventional motors to rotary body 
55 (col. 10, line 30-31), reads on the instant claim. 

9. Regarding claim 9, the rotary body 55 is connected to ground (col. 10, line 6-7) 
and a plurality of static electrodes 72 are positioned along the length of rotary body 55 
to provide electric field (col. 10, line 46-53), reads on the instant claim. 

1 0. Regarding claim 1 1 , Yan et al disclose an electrostatic classifier and separator 
including (1 ) a housing 1 7 (i.e. chamber) including opening 20 (i.e. inlet) for receiving 
particulates materials 16 (Figure 1; col. 7, line 63-65) and gap 25 (i.e. outlet) for 
directing particulate materials into containers 27 (Figure 1 ; col. 7, line 47-50); and (2) a 
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first drum separator section 14 having a rotate body 55 for separating and charging 
particles (Figure 3B; col. 10, line 5-10). 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

13. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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14. Claims 3, 6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yan et al (U.S. 6,797,908) as applied to claim 1 above. 

15. Regarding claim 3, Yan does not specifically disclose the housing 17 being 
cylindrical. However, the configuration of the housing is a matter of choice which a 
person of ordinary skill in the art would have found obvious absent persuasive evidence 
that the particular configuration of the claimed chamber is significant (see M.P.E.P 
2144). 

16. Regarding claim 6, Yan is silent about if the splitter 18 is adjustable. However, 
one having ordinary skill in the art would have realized to make splitter 18 adjustable in 
order to effectively collect charged particles. Moreover, adjustability, where needed, is 
not a patentable advance (see M.P.E.P 2144). 

1 7. Regarding claim 8, Yan does not specifically disclose the rotating speed. 
However, one having ordinary skill in the art would have realized to optimize rotating 
speed of the rotate body 55 in order to achieve desired separation of particulate 
materials. 

18. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yan et al 
(U.S. 6,797,908) as applied to claim 9 above, and further in view of Altman et al (U.S. 
5,591,253). 

19. Regarding claim 1 0, Yan teaches that the rotary body 55 is connected to ground 
(col. 10, line 6-7), but does not explicitly teach the wall of the housing as another 
electrode. However, Altman et al disclose an electrostatically enhanced separator in 
which the electric field is generated between walls 17 of the separating vessel 1 1 and a 
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discharge electrode running through a vortex finders 18 (Figure 2; col. 5, line 17-21). All 
of the configurations are known in reference of Yan and Altman, and the combined 
elements as claimed would have not changed their respective functions and the 
combination would have yielded predictable results. Therefore, it would be obvious for 
one having ordinary skill in the art to utilize the wall of the housing of Yan as another 
electrode as suggested by Altman in order to achieve predictable results of separating 
charged particles within a more compact device. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Xiuyu Tai whose telephone number is 571-270-1855. 
The examiner can normally be reached on Monday - Friday, 7:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/X. 1.1 

Examiner, Art Unit 1795 
10/31/2008 



/Alexa D. Neckel/ 

Supervisory Patent Examiner, Art Unit 1795 



